Remarks 

The Applicants have amended Claim 25 to recite that the stainless seamless steel pipe has 
a microstructure comprising a residual austenite phase that is present, but in an amount that is 
less than about 40% or less, and about 10 to about 60% ferrite and about 25% or more 
martensite, by volume, in a ferrite and martensite dual-phase as a base phase. Support may be 
found throughout the Applicants' Specification such as in paragraphs [0018] and [0023], for 
example. Entry into the official file and consideration on the merits is respectfully requested. 

Claims 25, 27-29, 31, 35, 36, 48 and 49 stand rejected under 35 USC §103 over the 
hypothetical combination of the ASM Handbook with JP '009. The Applicants note with 
appreciation the Examiner's comments and the "Response to Arguments" section with respect to 
applying the combination against those claims. The Applicants respectfully submit, however, 
that JP '009 fails to teach the Applicants' claimed subject matter. In that regard* Claim 25 
recites that the stainless steel pipe has a microstructure comprising a residual austenite phase that 
is present, but in an amount that is about 40% or less, and about 10 to about 60% ferrite and 
about 25% or more martensite, by volume, in a ferrite and martensite dual-phase as a base phase. 
The Applicants respectfully submit that both of JP '009 and ASM Handbook fail to disclose, 
teach or suggest this structure. Careful scrutiny of the entirety of both documents reveals that 
there is no mention of a ferrite and martensite dual-phase. On this basis alone, the Applicants 
respectfully submit that the rejection must fail. 

However, the Applicants will address a number of the comments in the rejection. The 
rejection again frankly acknowledges that "JP '009 does not specifically teach that the steel pipe 
comprises about 10 to about 60% ferrite phase." The Applicants again agree. The rejection 
again notes: "however, [0031] of JP '009 teaches that a diffraction of intensity from (211) of 
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alpha is present. Therefore, ferrite phase is present in the stainless steel pipe." The Applicants 
respectfully submit that even assuming arguendo that ferrite phase is present, this is not relevant. 
That is because the Applicants' claim about 10 to about 60% ferrite in a ferrite and martensite 
dual-phase. Thus, there is no mention of the ferrite and martensite dual-phase and there is no 
mention of the amount of ferrite. The fact that a ferrite phase may be present in JP '009 simply 
does not render Claim 25 obvious. 

The Applicants specifically claim about 10 to about 60% ferrite and there is no disclosure 
of the amount of ferrite in JP '009, irrespective of whether the ferrite phase is actually present. 

The rejection then notes that "the scope of JP '009 is not limited to the specific 
embodiments that it teaches." The Applicants agree. However, a disclosure must be taken as a 
whole, including the examples, and the text and test data which is reflected in tables or figures 
within an overall disclosure. The examples and results of those examples provide facts for those 
skilled in the art to glean teachings of that prior art in combination with the actual text. What the 
facts show in JP '009 from the many examples, which are 14 in number, is that the steels of JP 
'009 have physical characteristics such as the yield strength which is far different from the 
Applicants' yield strengths. The Applicants' yield strengths are on the order of 413-579 MPa. 
This is sharply contrasted to the completely different range set forth in JP '009 wherein the yield 
strengths are over 900 MPa. 

Therefore, even if JP '009 is not limited to the specific embodiments shown, those skilled 
in the art can readily glean that the yield strength for the steels of JP '009 are in a league 
completely different from those of the Applicants. There is simply too large of a gap between 
yield strengths well into the 900+ MPa range versus those in the 400 to 500 MPa range for one 
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skilled in the art to readily conclude that the overall teachings of JP '009, when taken as a whole, 
lead to the inevitable conclusion that the steels are actually quite different. 

This bears directly on the statement in the rejection that "Applicant has not provided 
evidence to show that the stainless seamless steel pipe of JP '009 is materially different from the 
pipe of the instant invention. The Applicants respectfully submit that there is no better evidence 
showing the difference than making an exact comparison of the yield strengths of the Applicants' 
steel pipes versus those taken directly from JP '009 itself. Moreover, this is not supposition or 
speculation, these are the results of experiments actually performed by the Applicants versus the 
explicit disclosure of the prior art document. This is factual evidence that cannot be ignored and 
is probative of evidence showing a material difference. Thus, there can be no doubt that the JP 
'009 stainless steel is not inherently the same as the Applicants' stainless steel. Moreover, this 
demonstrates that despite any similarities in percentages in components or alleged similarities in 
methods of making these stainless steel pipes, the factual evidence of record is that the steels are 
materially different and there is no disclosure and no evidence on the record that the stainless 
steels of JP '009 have a microstructure comprising about 10 to about 60% ferrite and about 25% 
or more martensite in a ferrite and martensite dual-phase. 

However, there are still further compelling relevant facts. According to JP '009, in the 
measurement of austenite, a by X-ray diffractometry includes not only ferrite, but also 
martensite. In a simple X-ray diffractometry, martensite and ferrite are not distinctly 
distinguished. On the other hand, because the structure of austenite is fundamentally dissimilar, 
it is distinguishable. Herein, y indicates austenite while a means the other structures. As the 
method of measuring residual y amount, the intensity of an X-my is divided into y (austenite) and 
a (martensite, ferrite and so forth of structures other than y) and the value of austenite is 
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quantified by the ratios of the intensity. The existence of ferrite does not become definite by the 
foregoing method. 

Ferrite or martensite may not be readily distinguished by X-ray diffractometry, but they 
are able to be judged from observation of the structure. As shown in Table 2 of JP '009, those 
steels are entirely tempered martensite and austenite and no ferrite is included. The existence of 
ferrite is only ascertained in some Comparison examples. 

Also, Mr. Kimura, a co-inventor in this application, is the same Mr. Kimura of JP '009. 
He thus has unique insights as to the JP '009 disclosure. When formula (2) specified in Claim 25 
and formula (1) in Claim 1 of JP '009 are compared, although there are some differences in their 
coefficients, their formulas are similar. The coefficient of C is 43.5, that of Mn is slightly as 
high as 0.4, while that of Cu is 0.3 which is not included in JP '009 and, therefore, the values 
calculated by formula (2) in Claim 25 are lower than the values calculated by formula (1) in 
Claim 1 of JP '009. In the attached Comparison table, A* of Steel No. K in Table 1 of JP '009 is 
1 1 .52 whereas the value according to formula (2) specified in Claim 25 is 1 1 .457 which is rather 
lower. Nevertheless, formula (2) in Claim 25 and the left side member of formula (1) in Claim 1 
of JP '009 can be regarded as approximately the same. 

Nonetheless, formula (2) in Claim 25 is prescribed as 11.5 or more and formula (1) 
specified in Claim 1 of JP '009 is prescribed as 10 or less. Hence, the ranges of the formula 
specified therein are completely opposite . 

As set out in the Applicants' Specification in paragraph [0053], if the value of the left 
side member of formula (2) is smaller than 11.5, the precipitation of ferrite phase becomes 
insufficient, hot-workability is insufficient and, thus, the manufacture of a seamless steel pipe 
becomes difficult. 
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Concerning the foregoing, to prevent generation of ferrite, according to formula (1) in JP 
'009, the maximum value is limited to 10 in formula (1). The formula (1) was devised under the 
fundamental concept that a value is set to be not more than a certain amount (herein, 10), 
wherein the value is obtained from calculations consisting of ferrite forming elements (Cr, Mo 
and Si) minus austenite forming elements (C, N, Ni and Mn), whereby the component of steel is 
controlled to be in a range with which the ferrite is able to be prevented from forming. 
Therefore, Steel Nos. K, N and P include ferrite, as shown in Table 2 of JP '009 which are 
outside of therange specified by formula (1) of JP '009. 

According to Claim 25, contrary to JP '009, there is provided a formula which is similar 
to formula (2), (because values are obtained by experiments, coefficients slightly vary as the 
basic component range changes, however, the concepts are fundamentally the same), and the 
minimum value (herein, 1 1 .5) is specified so that ferrite is present. The steels which satisfy the 
formula of JP '009 do not satisfy the formula of Claim 25. 

From the foregoing, the steels of Claim 25 and JP '009 are thus completely different. 
The Applicants therefore respectfully submit that JP '009 is simply inapplicable to Claims 25, 
27-29,31,35,36, 48 and 49. 

The Applicants also respectfully submit that ASM Handbook does nothing to cure the 
deficiencies of JP '009. There is no indication in ASM Handbook that reliance on the teachings 
of ASM Handbook would change, for example, the yield strengths of the JP '009 stainless steels. 
This means that there is inherently no reasonable expectation by one skilled in the art that 
utilizing the teachings of ASM Handbook in conjunction with JP '009 would result in a stainless 
steel pipe that would be materially the same. The Applicants have already demonstrated that the 
JP '009 steels are materially different. Withdrawal of the rejection is respectfully requested. 
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Claim 50 stands rejected under 35 USC §103 over the hypothetical combination of 
Metals Handbook Desk Edition with ASM Handbook and JP '009. The Applicants respectfully 
submit that the Metals Handbook Desk Edition fails to provide disclosure, teachings or 
suggestions to those skilled in the art that would cure the deficiencies set forth above with 
respect to JP '009 (alone or combination with ASM Handbook). There is no evidence in Metals 
Handbook Desk Edition that importing those teachings would change the yield strengths of the 
JP '009 stainless steels. Moreover, there is nothing in Metals Handbook Desk Edition that would 
cause one skilled in the art to modify the yield strengths of JP '009. In fact, the Applicants 
respectfully submit that it is at the very core of JP '009 that the stainless steels maintain their 
high strengths exceeding 860 MPa. This is explicitly set forth in the "Problem to be Solved" 
section of JP '009 that states that the problem to be solved is "to provide a high strength 
martensitic stainless steel tube for an oil well having high strength of YS > 125 ksi (860 MPa) 
. . .". If one skilled in the art were to import the teachings of Metals Handbook Desk Edition 
into the teachings of JP '009, then one skilled in the art would destroy a primary objective of JP 
'009 which is to maintain high yield strengths, as opposed to lowering the yield strengths which 
is exactly what would need to occur to have the Applicants' claimed yield strength of 413-579 
MPa. 

The Applicants respectfully submit that a rejection hypothetically combining multiple 
references cannot be maintained when combining the secondary or tertiary reference with a 
primary reference will essentially eviscerate the primary teachings of the primary reference. 
Withdrawal of the rejection of Claim 50 is respectfully requested. 

The Applicants again acknowledge the provisional rejection of Claims 25, 27-29, 31, 35, 
36, 48 and 49 on the grounds of nonstatutory obviousness-type double patenting. The Applicants 
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again respectfully request that further treatment of this issue be held in obeyance inasmuch as the 
rejection is provisional. 

In light of the foregoing, the Applicants respectfully submit that the entire Application is 
now in condition for allowance, which is respectfully requested. 

Respectfully submitted, 

T. Daniel Christenbury 
Reg. No. 31,750 
Attorney for Applicants 

TDC/vp 
(215) 656-3381 
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